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The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe fina
rejection of clains 1, 2, and 23. An anendnent after fina
rejection was filed July 5, 1995 which was entered by the

Exam ner as stated in the Advisory Action dated August 23,

Y Application for patent filed January 14, 1994.
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In this Advisory Action, the Exam ner indicated that clains
3-16 and 18-22 were objected to and that claim 24 was al |l owed.
Accordingly, this appeal involves only clains 1, 2, and 23.2
The clained invention relates to a nmethod and system for

recovering timng information froma digital data signal

More particularly, Appellant indicates at page 3 of the
specification that a periodic assessnent of the data signal is
performed to determ ne the occurrence of a peak in a part of
the signal to thereby determne the suitability of that part

of the signal for providing timng information.

Claimlis illustrative of the invention and reads as
fol |l ows:
1. A nethod recovering timng information froma digital

data signal, said nethod conprising;

periodi c assessnment of the signal to determ ne the
suitability of a detected maxi num or m ni num si gnal val ue
wi thin a part of the signal for providing timng information
and

21n the Status of Clains section on page 2 of the Appea
Brief filed Cctober 3, 1995, Appellant calls attention to the
fact that clains 15 and 16 are presuned to be allowed in view
of the rewiting of claim15 in independent formin |ight of
the Examiner’s statenent in the Ofice action dated Cctober 7,
1994. The Exam ner has confirned Appellant’s statenment of the
status of clains at page 1 of the Answer.
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recovery of timng information fromonly the parts of the
signal so identified.

The Exam ner relies on the following prior art:

Weber 4,520, 492 May 28,
1985
Car non 5, 200, 981 Apr. 06,
1993

(Effectively filed Aug. 07,
1990)

Clainms 1, 2, and 23 stand rejected under 35 U.S.C. §
102(b) as being anticipated by Wber.® dains 1, 2, and 23
further stand rejected under 35 U.S.C. §8 102(e) as being
antici pated by Carnon.*

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the Briefs® and Answers for the

respective details thereof.

% As correctly noted by Appellant on page 1 of the Brief,
the third word “of” in the preanble of claim1l was
i nadvertently omtted in the amendnent filed January 6, 1995.

4 The 35 U.S.C. 8 102(e) rejection based on Carnpn was set
forth as a new ground of rejection in the Exam ner’s Answer.

® The Appeal Brief was filed Cctober 3, 1995. |In response
to the Exam ner’s Answer dated February 8, 1996, a Reply Brief
was filed April 4, 1996. The Exam ner entered the Reply Brief
and submtted a Suppl enental Exam ner’s Answer on July 11,
1996. A Supplenental Reply Brief filed by Appellant on July
31, 1996 was acknow edged and entered by the Exam ner w thout
further coment on Cctober 30, 1996.
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OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, the argunents
i n support of the rejections, and the evidence of anticipation
relied upon by the Exam ner as support for the rejections. W
have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, Appellant’s argunments set forth in the
Briefs along with the Exam ner’s rationale in support of the
rejections and argunments in rebuttal set forth in the
Exam ner’s Answers.

It is our view, after consideration of the record before
us, that neither the disclosure of Wber nor that of Carnon
fully neets the invention as recited in clains 1, 2, and 23.
Accordingly, we reverse.

We consider first the rejection of clains 1, 2, and 23
under 35 U.S.C. § 102(b) as being anticipated by Wber.
Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of performng

the recited functional limtations. RCA Corp. v. Applied
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Digital Data Sys.., Inc.,

730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cr.), cert.

di sm ssed, 468 U.S. 1228 (1984); WL. Gore and Assoc, Inc. V.

Garlock, Inc., 721 F.2d 1540, 1554, 220 USPQ 303, 313 (Fed.

Cir. 1983), cert. denied, 469 U S. 851 (1984).

At page 3 of the Answer, the Exam ner has attenpted to
read the various limtations of the clains on the Wber
ref erence. I n response, Appellant argues several alleged
di stinctions over Wber including the contention (Brief, page
8) that, in contrast to the clained invention where a
suitability assessnment of detected maxi mum and m ni mum val ues
is perforned periodically to assess suitability of the
detected i nformati on, Weber’s val ues, which are detected every
cycle, are utilized to update timng information w thout any
assessnment of suitability.

Upon careful review of the Wber reference in |Iight of
the argunents of record, we are in agreenment with Appellant’s
stated position in the Briefs. In our view, Appellant is
correct in his assertion that Wber’s technique of setting a
sanpling tine as that tinme in which the nagnitudes of the

quadr ature conponents of a signal are equal requires no
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assessnment of suitability. The determ nation by Wber of the
poi nts of intersection of the quadrature conponent curves,
i.e. the point at which the nmagnitudes of the anplitudes are
equal , produces neaningful timng information every cycle

obvi ating the need to assess the suitability of the
information as presently clained. Since all of the clained
limtations are not disclosed by Weber, it is our opinion that
the Examner’s 35 U S.C. 8 102(b) rejection based on Wber is
not wel |l founded.

Turning to a consideration of the 35 U S.C. § 102(e)
rejection of clainms 1, 2, and 23 based on Carnon, we find
Appel l ant’ s argunents to be equally persuasive. W agree with
Appel l ant’ s assertion (Reply Brief, page 3) that the nethod
descri bed by Carnon determ nes only whether a timng advance
or delay is required but does not detect a maxi mum or m ni mum
val ue as required by the | anguage of independent claiml1l. 1In
our view, Carnon’s nethod, described in particular at colums
8 and 9, utilizes an algorithmwhich enables a determ nation
as to whet her nmaxi num or m ni num peaks fall between two
sanpling points on a curve but has no disclosure related to
the actual detection of the values of those peaks. Simlarly,
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we agree with Appellant’s argunent (Reply Brief, page 4) that
t he | anguage of independent claim2 which requires the
determination of a timng point froma part of the signa
having a detected suitability is not net by the disclosure of
Carnon. Qur review of Carnon indicates that no actual timng
point is derived but, rather, only whether the present timng

point is to be advanced or retarded.
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In view of the above, it is our opinion that, since al
of the clainmed limtations are not taught or suggested in the
prior art of record, the Exam ner has not established a prinma
facie case of anticipation. Accordingly, we do not sustain
t he
35 US.C §8 102 rejections of clains 1, 2, and 23.

In summary, we have not sustained either of the
Exam ner’s rejections of the clains on appeal. Therefore, the
deci sion of the Exami ner rejecting clainms 1, 2, and 23 is
reversed.

REVERSED

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge

BOARD OF PATENT

| NTERFERENCES

STUART N. HECKER

)
)
)
)
) APPEALS AND
)
)
)
Adm ni strative Patent Judge )

FLEM NG Administrative Patent Judge, Dissenting-in-Part:

While | agree that the rejection of clainms 2 and 23 under
35 U S.C. 8 102 should be reversed for the reasons set forth

9



Appeal No. 1997-1232
Application No. 08/182,035

by the majority, | would have affirnmed the rejection of claim

1 under 35 U.S.C. 8 102 as being anticipated by Carnon.

The majority states on page 6 of the opinion that Carnon
"does not detect a maxi mum or mnimum val ue as required by the
| anguage of independent claim1l.”" The ngjority reasons that
Carnon's nethod "utilizes an algorithmwhich enables a
determ nation as to whether maxi mum or m ni num peaks fal
bet ween two sanple points on a curve but has no disclosure

related to the actual detection of the values of those peaks".

Enphasi s added. As poi nted out by our review ng court, we
must first determ ne the scope of the claim "[T]he nane of

the gane is the claim” 1n re Hiniker Co., 150 F.3d 1362,

1369, 47 USPQRd 1523, 1529 (Fed. Cir. 1998). dains wll be
gi ven their broadest reasonable interpretation consistent with
the specification, and limtation appearing in the
specification are not to be read into the clains. 1n re
Etter, 756 F.2d 852, 858, 225 USPQ 1, 5 (Fed. Cir. 1985).
Appellant's claim1 recites "periodic assessnent of the
signal to determne the suitability of a detected maxi num or

m ni mum signal value within a part of the signal for providing
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timng. " Enphasis added. Appellant's claimonly requires
detecting a maxi mumor m ninum The cl ai m does not require
that the maxi mum or m ni num si gnal val ue nust be actually

det er m ned.
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Wiile | agree that Appellant's disclosure provides a
preferred enbodi nent in which the maxi rumor m ni numval ue is
detected by determ ning the actual val ue of the maximum or
mnimum the prior art teaches other possible ways in which
t he maxi mum and m ni mum signal is detected without actually
determ ning the actual value of the maxi mum or m ni num
Carnon teaches in colum 8, lines 28 through 64, a nethod in
whi ch the maxi mum or m ni mum signal value is detected by
determining the sign of the second order derivative of these
signals evaluated at the input sanple points. A positive sign
corresponds to a place near a local mninum a negative sign
corresponds to a place near a |l ocal maxi num Carnon teaches
that by careful consideration of these signs of the input
sanple point, it is possible to detect the actual naxi mum or
m ni rum si gnal value. Carnon further teaches in detail in
colum 8, line 64 through colum 12, line 8, the mathematics
of this nmethod of using a sign of the second order derivatives
to detect the maxi num and m ni num si gnal val ues.

Because Appellant's claim 1l does not preclude nethods in
whi ch the maxi mnum and m ni nrum si gnal val ue can be detected
wi t hout actually determining the value itself, | would affirm
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the Exami ner's decision. The najority appears to be reading

an

addi tional nmethod step into Appellant's claim1 which requires

determ ning of the actual maxi mum and m ni num val ue.

)
) BOARD OF PATENT
)
M CHAEL R. FLEM NG ) APPEALS AND
Adm ni strative Patent Judge )
) | NTERFERENCES

JFR/ MRF: hh
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